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Art Unit: 2431 

1 This action is in response to the communication filed on 4/ 1 5/2005 . 

2 DETAILED ACTION 

3 Claims 1-53 have been examined. 

4 Title 

5 The title of the invention is not descriptive. A new title is required that is clearly 

6 indicative of the invention to which the claims are directed. 

7 Information Disclosure Statement 

8 The information disclosure statement(s) (IDS) submitted on 4/15/2005 are in compliance 

9 with the provisions of 37 CFR 1 .97. Accordingly, the examiner is considering the information 

10 disclosure statements. 

1 1 Drawings 

12 The drawings filed on 4/15/2005 are acceptable for examination proceedings. 

13 Specification 

14 The abstract of the disclosiire is objected to because: 

1 5 The abstract contains trademarks which have not been identified properly. 

16 Correction is required. See MPEP § 608.01(b). 

17 The disclosure is objected to because of the following informalities: 

1 8 The disclosure lacks section headings. 

19 The use of the trademark WINDOWS has been noted in this application. It should be 

20 capitalized wherever it appears and be accompanied by the generic terminology. 
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1 Although the use of trademarks is permissible in patent applications, the proprietary 

2 nature of the marks should be respected and every effort made to prevent their use in any manner 

3 which might adversely affect their validity as trademarks. 

4 Appropriate correction is required. 

5 The examiner encourages the applicants to carefully check the specification to ensure that 

6 no other trademarks have been used without proper capitalization and accompaniment by the 

7 generic terminology. 

8 Claim Objections 

9 Claims 2, 5, 14, 1 5 and 24 are objected to because of the following informalities: 

10 Claims 2, and 5 misspells the word "analyzing". 

1 1 Claim 14 recites "by means of use of a" which is not grammatically correct. 

12 Claim 15 recites "the data processing functions" which lacks antecedent basis in the 

13 claim. 

14 Claim 24 recites "the alphanimieric data entry means", which lacks antecedent basis in 

1 5 the claim. The examiner will assume for the purpose of searching prior art that this claim was 

16 meant to depend from claim 23. Appropriate correction is required. 

1 7 Appropriate correction is required. 
18 

1 9 Claim Rejections - 35 USC §102 

20 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

2 1 basis for the rejections under this section made in this Office action: 

22 A person shall be entitled to a patent unless - 
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1 (b) the invention was patented or described in a printed publication in this or a foreign 

2 country or in public use or on sale in this country, more than one year prior to the date of 

3 application for patent in the United States. 
4 

5 Claims 1-3, 5, 14-17, 19-23, 25, 34-38, and 41-43 are rejected under 35 U.S.C. 102(b) as 

6 being anticipated by Ohashi et al. (US Patent Number 5,761,309) hereinafter referred to as 

7 Ohashi. 

8 Regarding claims 1,21, and 42, Ohashi disclosed a device (card reader 1 1) for 

9 connection to a data processing apparatus (client terminal 12), the device (card reader 11) 

10 including authentication storage means (smart card 10) operatively coupled thereto for storing 

1 1 predetermined authentication information respective to a user (Ohashi Col. 12 Lines 1-29), the 

12 authentication storage means (smart card 10) being registered with a telecommunications system 

1 3 (authentication center) which includes authenticating means (AuC data) and for which the user 

14 has a teleconmiunications terminal (client terminal 12), the device (card reader 11), when 

15 operatively coupled to the authentication storage means (smart card 10), being responsive to an 

1 6 input message for deriving a response dependent on the input message and on the authentication 

1 7 information for enabling the authenticating means (AuC data) to carry out the authentication 

1 8 process via a communication link (network 13) with the authenticating means (AuC data) in the 

19 said telecommunications system (authentication center) whereby to authenticate a subsequent 

20 transaction by the user with the data processing apparatus (client terminal 12) (Ohashi Col. 12 

21 Lines 1-29), and which involves use of the data carded by the authentication storage means 

22 (smart card 10) (Ohashi Col. 12 Lines 1-29), the predetermined authentication information stored 

23 by the authentication storage means (smart card 10) corresponding to information which is used 

24 to authenticate the user registered with the telecommunications system (authentication center) in 
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1 relation to use of that users telecommunications terminal in the telecommunications system 

2 (authentication center) (Ohashi Col. 12 Lines 1-29). 

3 Regarding claims 2 and 22, Ohashi disclosed security data entry means for obtaining 

4 security data independently of the data processing apparatus, and means for analyzing the 

5 entered security data for determining whether to allow access to the predetermined information 

6 (Ohashi Col. 12 Lines 1-29). 

7 Regarding claims 3, and 23, Ohashi disclosed wherein the data entry means comprises 

8 alphanumeric data entry means (Ohashi Col. 12 Lines 1-29). 

9 Regarding claims 5, 25, and 43, Ohashi disclosed that the security data comprises a 



10 Personal Identification Number (PIN) and the analyzing means compares the PIN obtained by 

1 1 the security data entry means with a PIN stored on the authentication storage means and only 

12 allows access to the predetermined information when the respective PINs match (Ohashi Col. 12 

13 Lines 1-29). 



14 Regarding claims 14 and 34, Ohashi disclosed that each user is authenticated in the 

1 5 telecommunications system by means of use of a subscriber identity module, and in which the 

1 6 authentication storage means respective to that user corresponds to or simulates the subscriber 

17 identity module (Smartcard) for that user (Ohashi Col. 12 Lines 1-29). 

18 Regarding claims 15, and 35, Ohashi disclosed that the transaction is a transaction 

19 involving use of the data processing functions of the data processing apparatus (Ohashi Col. 12 

20 Lines 30-36). 

21 Regarding claims 16, and 36, Ohashi disclosed that the authentication storage means is 

22 specific to that device (Ohashi Col. 1 1 Lines 65-67). 



Application/Control Number: 1 0/5 3 1 ,43 0 Page 6 



Art Unit: 2431 

1 Regarding claims 17, and 38, Ohashi disclosed that the authentication process involves 

2 the sending of a message and the generation of a response dependent on the message and the 

3 predetermined information (Ohashi Col. 12 Line 55 - Col. 13 Line 10). 

4 Regarding claims 19 and 20, see Ohashi Fig. 1. 

5 Regarding claim 37, Ohashi disclosed that the authentication storage means is associated 

6 with the data processing apparatus by being associated with data or software for use by that data 

7 processing apparatus (Ohashi Col. 12 Lines 1-29). 

8 Regarding claim 4 1 , Ohashi disclosed that the data processing apparatus is a personal 

9 computer (Ohashi Col. 5 Paragraph 2). 

1 0 Claim Rejections - 35 USC §103 

1 1 The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

12 obviousness rejections set forth in this Office action: 

13 A patent may not be obtained though the invention is not identically disclosed or 

14 described as set forth in section 102 of this title, if the differences between the subject matter 

15 sought to be patented and the prior art are such that the subject matter as a whole would have 

16 been obvious at the time the invention was made to a person having ordinary skill in the art to 

1 7 which said subject matter pertains. Patentability shall not be negatived by the manner in which 

1 8 the invention was made. 

19 Claims 18, 39-40, 46-51, and 53 are rejected under 35 U.S.C. 103(a) as being 

20 unpatentable over Ohashi. 

21 Regarding claims 18, and 39-40, while Ohashi disclosed providing a network service, 

22 Ohashi fails to disclose the system levying a charge for the service transaction. However, it was 

23 well known in the art of service providing to levy charges for providing the service. As such, it 

24 would have been obvious to the ordinary person skilled in the art at the time of invention to have 

25 had the system levy a charge for the service. This would have been obvious because the ordinary 
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1 person skilled in the art would have been motivated to provide the service provider with 

2 compensation for the service. 

3 Regarding claims 46, 49, and 53, while Ohashi disclosed the smart card communicating 

4 with a smart card reader, Ohashi failed to disclose the communication being wireless. However, 

5 it was well known at the time of invention for smart cards to communicate wirelessly. As such, 

6 it would have been obvious to the ordinary person skilled in the art at the time of invention to 

7 have provided the conmiunications wirelessly. This would have been obvious because the 

8 ordinary person skilled in the art would have been motivated to increase the ease of use for the 

9 user. 

1 0 Regarding claim 47, 48, 50 and 5 1 , while Ohashi disclosed the smart card operable in a 

1 1 general purpose personal computer and authenticating the computer for use in the system, Ohashi 

12 failed to disclose that the computer could be a mobile computer. However, mobile computers, 

13 such as laptops, pda's, and telephones were well known in the art at the time of invention. As 

14 such, the ordinary person skilled in the art at the time of invention would have found it obvious 

1 5 to modify Ohashi to include laptops, pda's telephones, and other such known mobile computers. 

1 6 This would have been obvious because the ordinary person skilled in the art would have been 

1 7 motivated to provide the user with more flexibility and ease of access. 
18 

19 
20 
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1 Claims 4, 6-13, 24, 26-33, 44-45, and 52 are rejected under 35 U.S.C. 103(a) as being 

2 unpatentable over Ohashi as applied to claims 1,21, and 42 above, and further in view of Caputo 

3 et al. (US Patent Number 5,778,071) hereinafter referred to as Caputo. 

4 Regarding claims 4, 6, 24 and 26, while Ohashi disclosed a smart card reader, and entry 

5 of PIN numbers, Ohashi failed to disclose the smart card reader having a keypad or a display. 

6 Caputo teaches, in Fig. IE and Col. 7 Lines 37-61, a smart card reader which has a 

7 keypad and a display far facilitating the entry of PIN numbers. 

8 It would have been obvious to the ordinary person skilled in the art at the time of 



9 invention to have employed the teachings of Caputo in the smart card system of Ohashi by 

10 utilizing the smart card reader of Caputo. This would have been obvious because the ordinary 

1 1 person skilled in the art at the time of invention would have been motivated to provide a specific 

12 means for the entry of PIN numbers, as generically suggested by Ohashi. 



13 Regarding claims 7 and 27, Ohashi and Caputo taught a data processing module for 

14 controlling the communication with the data processing apparatus (See Caputo Fig. 2 Element 

15 172). 

1 6 Regarding claims 8 and 28, Ohashi and Caputo taught that the data processing module of 

1 7 the device is configured for communicating with a corresponding data processing module of the 

1 8 data processing apparatus (Caputo Fig. 5 A). 

19 Regarding claims 9 and 29, Ohashi and Caputo taught that communication between the 

20 authentication storage means and the data processing apparatus is performed via the respective 

2 1 data processing modules (Caputo Fig. 2). 
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1 Regarding claims 10, 30 and 44, Ohashi and Caputo taught that the data processing 

2 module of the device includes means for decrypting encrypted data received from the data 

3 processing module of the data processing apparatus (Ohashi Col. 12 Lines 30-36 and Caputo Fig. 

4 6 and Col. 1 0 Line 5 1 - Col. 1 1 Line 59). 

5 Regarding claims 11,31, and 45, Ohashi and Caputo taught the data processing module 

6 of the device includes means for encrypting data transmitted to the data processing module of the 

7 data processing apparatus (Caputo Fig. 6 and Col. 10 Line 51 - Col. 1 1 Line 59). 

8 Regarding claims 12, 32, and 52, Ohashi and Caputo taught that the respective data 

9 processing modules comprise a key for allowing encryption and/or decryption of data (Caputo 

10 Fig. 6). 

1 1 Regarding claims 13, and 33, Ohashi and Caputo taught that the key comprises a shared 

12 secret key for each of the respective data processing modules (Caputo Fig. 6 and Col. 10 Line 5 1 

13 -Col. 11 Line 59). 

1 4 Double Patenting 

1 5 The nonstatutory double patenting rejection is based on a judicially created doctrine 

16 grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 

17 improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 

1 8 harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 

19 is appropriate where the conflicting claims are not identical, but at least one examined 

20 application claim is not patentably distinct from the reference claim(s) because the examined 

21 application claim is either anticipated by, or would have been obvious over, the reference 

22 claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 

23 Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

24 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 

25 Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 

26 USPQ 644 (CCPA 1969). 

27 A timely filed terminal disclaimer in compliance with 37 CFR 1.321 (c) or 1 .32 1 (d) may 

28 be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 

29 ground provided the conflicting application or patent either is shown to be commonly owned 
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1 with this application, or claims an invention made as a result of activities undertaken within the 

2 scope of a joint research agreement. 

3 Effective January 1 , 1 994, a registered attorney or agent of record may sign a terminal 

4 disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 

5 3.73(b). 

6 Claims 1 -53 are provisionally rejected on the ground of nonstatutory obviousness-type 

7 double patenting as being unpatentable over claims 1-26 of copending Application No. 

8 10/531,429, and all pending claims of copending Application No. 10/574,808. Although the 

9 conflicting claims are not identical, they are not patentably distinct from each other because the 
1 0 differences between the claims of the copending applications are merely well known variations 



11 of the SIM authentication protocol and the use of SIM cards. As such, the ordinary person 

1 2 skilled in the art at the time of invention would have found the differences between the 

13 copending applications obvious. 



14 This is a provisional obviousness-type double patenting rejection because the conflicting 

1 5 claims have not in fact been patented. 
16 

17 Conclusion 

18 Claims 1-53 have been rejected. 

1 9 The prior art made of record and not relied upon is considered pertinent to applicant's 

20 disclosure. 

2 1 Any inquiry concerning this communication or earlier communications from the 

22 examiner should be directed to MATTHEW T. HENNING whose telephone number is 

23 (571)272-3790. The examiner can normally be reached on M-F 8-4. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



2 supervisor, Kim Vu can be reached on (571) 272-3859. The fax phone number for the 

3 organization where this application or proceeding is assigned is 571-273-8300. 



5 Application Information Retrieval (PAIR) system. Status information for published applications 

6 may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

7 applications is available through Private PAIR only. For more information about the PAIR 

8 system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

9 system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

10 like assistance from a USPTO Customer Service Representative or access to the automated 

1 1 information system, call 800-786-9 1 99 (IN USA OR CANADA) or 57 1 -272- 1 000. 



4 
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/Matthew T Henning/ 
Examiner, Art Unit 243 1 
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